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DETAILED ACTION 

1 . Applicant's election with traverse of Species 1 , claims 1 -1 8 in the reply filed on 
9/15/2008 is acknowledged. The traversal is on the ground(s) that the application was 
filed under 35 U.S.C. 371 , unity of invention (not restriction) practice is applicable in this 
case. This is not found persuasive because 37 CFR 1 .499 gives the examiner authority 
to restrict under unity of invention in a national stage application, which is proper 
because the Species 1-4 listed do not related to a single general inventive concept 
under rule 13.1. See MPEP. 1 893.03(d). 

The requirement is still deemed proper and is therefore made FINAL. 

2. Claims 19-43 are withdrawn from further consideration pursuant to 37 CFR 

1 .142(b), as being drawn to a nonelected Species there being no allowable generic or 
linking claim. Applicant timely traversed the restriction (election) requirement in the reply 
filed on 9/15/2008. 

Claim Rejections - 35 USC § 112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claim 15 recites the limitation "a reflective layer" in claim 15. There is insufficient 
antecedent basis for this limitation in the claim. 

5. Claim 6 recites the limitation "the form of sphere" in claim 6. There is insufficient 
antecedent basis for this limitation in the claim. 

6. Claim 9 recites the limitation "the height (hi)", "the distance" in claim 9. There is 
insufficient antecedent basis for this limitation in the claim. 
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Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

8. Claims 1-5, 13, 15-17 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Lester (U.S. Patent No. 6,291,839). 

Regarding claim 1 , Lester discloses in figure 5 a radiation (light) emitting 
semiconductor chip with an epitaxial multilayer structure 16, 14, 8, which contains an 
active radiation (light) generating layer 14 and has a first main face (bottom surface of 
layer 8) and a second main face (upper surface of layer 16) remote from the first main 
face for coupling out the radiation generating in the active radiation generating layer 14, 
wherein the first main face of the multilayer structure is coupled to a reflective layer 9 or 
interface, and a region 16 of the multilayer structure that adjoins the second main face 
of the multilayer structure is patterned one or two dimensionally fig. 5. 
It is noted that the term "thin film" is a broad limitation herein because there is no 
recitation of how thin this thin film is in specific. Therefore, the film disclosed by Lester in 
figure 5 can be construed as "thin film". 

Regarding claim 2, Lester discloses the semiconductor chip as claimed in claim 
1 , wherein a carrier element (substrate) is coupled to the first main face and the 
reflective layer or interface is arranged between the carrier element and the multilayer 
structure. It is noted that the substrate as shown in figure 5 can function as a carrier 
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substrate because it is connected to reflector 9, which enables the substrate to 
electrically connect with the electrical source or circuit (also function as a carrier 
element) to drive the light emitting device. 

Regarding claim 3, Lester discloses in figure 5 the region 16 of the multilayer 
structure that adjoins the second main face of the multilayer structure has convex 
elevations. 

Regarding claims 4 and 5, Lester discloses in figure 5 the semiconductor chip as 
claim 3, wherein the elevations 16 have the form of truncated pyramids or truncated 
cones or a trapezoidal cross sectional form. 

Regarding claim 13, as best understood, Lester discloses in figure 5 the layer 9 
or interface coupled to the first main area of the multilayer structure has a reflection at 
least 70% (column 2, lines 65-66). 

Regarding claim 15, Lester discloses in figure 5 the multilayer structure is applied 
on a carrier substrate (substrate) either directly by its first main face or via a reflective 
layer. It is noted that the substrate as shown in figure 5 can function as "carrier 
substrate" because it is connected to reflector 9, which enables the substrate to 
electrically connect with the electrical source or circuit to drive the light emitting device. 

Regarding claim 16, Lester discloses in figure 5 the reflective layer 9 is also a 
conductive layer which can serve as a contact layer of the semiconductor component. 

Regarding claim 17, Lester discloses in figure 5 a conductive transparent layer 
20 (column 3, lines 41-48) is applied on the second main face of the multilayer 
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structure, 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10. Claims 6-12, 14 and 18 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Lester. 

Regarding claim 6, Lester discloses in figure 5 the elevations 16 have the form of 
truncated cones, not of a circle or sphere segment cross sectional form as claimed. 

However In re Dailey, 357 F.2d 669, 149 USPQ 47 (CCPA 1966), the Court held 
that the changes in shape was a matter of choice which a person of ordinary skill in the 
art would have found obvious absent persuasive evidence (MPEP 2144.04, page 2100- 
137, Rev. 5, August, 2006). 

It would have been obvious to one having ordinary skill in the art at the time of 
the present invention was made, to modify Lester by including the elevation having the 
circle segment cross sectional form, since this involves only routine skill in the art. 

Regarding claims 7 and 8, Lester discloses in figure 5 the elevations have an 
aperture angle of certain degree(s), not necessarily between approximately 30° and 
approximately 70° or between approximately 40° and approximately 50°. 
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It would have been obvious to one having ordinary skill in the art at the time the 
invention was made, to modify Lester by including the elevations having an aperture 
angle of between approximately 30° and approximately 70° or between approximately 
40° and approximately 50°, since it has been held that where the general conditions of a 
claim are disclosed in the prior art discovering the optimum or working ranges involves 
only routine skill in the art. In re Aller, 105 USPQ 233. 

Regarding claim 9, Lester discloses in figure 5 the elevations 16 have certain 
heights. Lester does not disclose the height of the elevations being at least as large as 
the distance between a non patterned region of the multilayer structure and the active, 
radiation generating layer. 

It would have been obvious to one having ordinary skill in the art at the time of 
the invention was made, to modify Lester by including the height of the elevations being 
at least as large as the distance between a non patterned region of the multilayer 
structure and the active, radiation generating layer, since it has been held that 
discovering an optimum value of a result effective variable involves only routine skill in 
the art. In re Boesch, 617 F.2d 272,205 USPQ 215 (CCPA 1980). 

Regarding claim 10, Lester discloses in figure 5 the elevations 16 have certain 
heights. Lester does not disclose the height of the elevations being approximately twice 
as large as the distance between the non patterned region of the multilayer structure 
and the active, radiation generating layer. 

It would have been obvious to one having ordinary skill in the art at the time of 
the invention was made, to modify Lester by including the height of the elevations being 
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approximately twice as large as the distance between the non patterned region of the 
multilayer structure and the active, radiation generating layer and the elevation, since it 
has been held that discovering an optimum value of a result effective variable involves 
only routine skill in the art. In re Boesch, 617 F.2d 272, 205 USPQ 215 (CCPA 1980). 

Regarding claim 1 1 , Lester discloses in figure 5 the elevations have a light 
emitted opening dimension. 

But Lester does not disclose the cell size of the elevations being at most 
approximately five times as large as the height of the elevations. 

It would have been obvious to one having ordinary skill in the art at the time of 
the invention was made, to modify Lester by including a light emitted opening dimension 
of the elevations being at most approximately five times as large as the height of the 
elevations, since it has been held that discovering an optimum value of a result effective 
variable involves only routine skill in the art. In re Boesch, 617 F.2d 272,205 USPQ 215 
(CCPA 1980). 

Regarding claim 12, Lester discloses in figure 5 the elevations have a light 
emitted opening dimension. But Lester does not disclose the cell size of the elevations 
being at most approximately three times as large as the height of the elevations. 

It would have been obvious to one having ordinary skill in the art at the time of 
the invention was made, to modify Lester by including the light emitted opening 
dimension of the elevations being at most approximately three times as large as the 
height of the elevations, since it has been held that discovering an optimum value of a 
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result effective variable involves only routine skill in the art. In re Boesch, 617 F.2d 272, 
205 USPQ 215 (CCPA 1980). 

Regarding claim 14, Lester discloses in column 2, lines 65-67 the layer 9 coupled 
to the first main area of the multilayer structure has a reflection of at least 70%. Lester, 
however does not exclusively discloses a reflectivity of at least 85%. 

It would have been obvious to one having ordinary skill in the art at the time of 
the invention was made, to modify Lester by including the layer or interface couple to 
the first main area of the multilayer structure as a reflectivity of at least 85%, since it has 
been held that discovering an optimum value of a result effective variable involves only 
routine skill in the art. In re Boesch, 617 F.2d 272, 205 USPQ 215 (CCPA 1980). 

1 1 . Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over Lester in 
view of Yamazaki et al. (U.S. Patent No. 6,515,310). 

Regarding claim 18, Lester discloses in figure 5 substantially all the structure set 
forth in claim 1 except a transparent protective layer is applied on the second main face 
of the multilayer structure. 

However, Yamazaki et al. disclose in figure 3A a semiconductor device 
comprises a transparent protective layer 305 applied on top surface of the multilayer 
structure to protect the device. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made, to modify Lester by including a transparent protective layer being 
applied on the second main area of the multilayer structure to protect the device. 
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Double Patenting 

12. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory obviousness- 
type double patenting rejection is appropriate where the conflicting claims are not 
identical, but at least one examined application claim is not patentably distinct from the 
reference claim(s) because the examined application claim is either anticipated by, or 
would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 F.3d 
1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 USPQ2d 
2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re 
Van Omum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 
164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 644 
(CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 
Effective January 1 , 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. 


Application/Control Number: 10/572,655 Page 10 

Art Unit: 2811 

A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 

1 3. Claims 1,3-18 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1- 17 of 
copending Application No. 10/523,551 . Although the conflicting claims are not identical, 
they are not patentably distinct from each other because copending claims do not 
explicitly state the type for each first and second layer of the device. It would have been 
obvious for one of ordinary skill in the art at the time of the invention was made to 
include an epitaxial, in order to make a multilayer structure, of which official notice is 
taken. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CATHY N. LAM whose telephone number is (571)270- 
5021 . The examiner can normally be reached on M-F 7:30AM to 5PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Lynne Gurley can be reached on 571-272-1670. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Lynne A. Gurley/ 

Supervisory Patent Examiner, Art Unit 2811 
CL 

9/30/2008 


